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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

______________________________________________________ X
MERZ PHARMACEUTICALS, LL.C and
MERZ, INCORPORATED, :
y Cancellation No. 92051832
Petitioners, 3
V. :
MONTANI COSMETICS, INC.
Registrant. :
______________________________________________________ X

MOTION TO COMPEL DISCOVERY

Petitioners Merz Pharmaceuticals, LLC and Merz, Incorporated, pursuant to Trademark
Rule 37 C.F.R. § 2.120(¢) and Rule 37 of the Federal Rules of Civil Procedure, by and through
their attorneys, hereby move the Trademark Trial and Appeal Board (the “Board”) for an
order compelling Registrant Montani Cosmetics, Inc. (“Registrant”) to provide complete and
correct responses to Petitioners® First Request for Documents and First Set of Interrogatories as
identified herein.

PRELIMINARY STATEMENT

Effective as of May 5, 2011', Petitioners served on Registrant their First Set of
Interrogatories (hereinafter “Petitioners’ Interrogatories”) and First Request for the Production of

Documents and Things (hereinafter “Petitioners’ Document Requests”) (collectively,

! Although Petitioners’ Discovery Requests were dated April 11,2011, the parties agreed upon an effective

service date for these of May 5, 2011,



“Petitioners’ Discovery Requests”). Copies of Petitioners’ Interrogatories and Petitioners
Document Requests are attached as Exhibits A and B, respectively. The due date for
Registrant’s responses to Petitioners’ Discovery Requests was June 9, 2011. On June 20, 2011,
following a demand made by Petitioners, Registrant transmitted via electronic mail and first class
mail its Responses to Petitioners’ First Set of Interrogatories (hereinafter “Registrant’s
Interrogatory Responses™) and Responses to Petitioners’ First Request for the Production of
Documents and Things (hereinafter “Registrant’s Document Request Responses”) (collectively,
“Registrant’s Discovery Responses™). Copies of Registrant’s Interrogatory Responses
Registrant’s Document Request Responses are attached hereto as Exhibits C and D, respectively.
To date, Registrant has not produced any documents in response to Petitioners” Documents
Requests.

As set forth below, Registrant’s Discovery Responses are woefully incomplete in a
number of respects. Petitioners outlined these deficiencies in detail by way of a letter sent to
Registrant on July 27, 2011 (the “Deficiency Letter”), a copy of which is attached hereto as
Exhibit E. To date, Registrant has not responded to the Deficiency Letter and has neither cured
the deficiencies outlined in the Deficiency Letter nor offered any explanation for such
deficiencies. As demonstrated by the Deficiency Letter and Registrant’s lack of a response,
Petitioners’ submit that they have made a good faith effort to resolve the issues presented in this
motion in accordance with their obligations under 37 C.F.R. § 2.120(¢).

Accordingly, Petitioners seek an order from the Board compelling Registrant to produce
the responsive information and documents at issue. Petitioners also request that the Board
suspend this proceeding pending the determination of this motion to compel and reset the close

of discovery in this proceeding to sixty (60) days from the mailing date of the Board’s



determination of this motion to compel. Petitioners note for the Board that Petitioners’ ability to
proceed with discovery depositions is currently impeded, because Petitioners have never
received full and complete answers to the Interrogatories they have propounded to Registrant and
because Petitioners have never received any documents responsive to their Document Requests

from Registrant.

ARGUMENT
Registrant’s Discovery Responses are deficient in a number of respects such that
Registrant should be compelled to produce the requested documents and information consistent
with its obligations under the Trademark Trail and Appeal Board Manual of Procedure (the
“TBMP?) and other applicable rules. All of the discovery deficiencies identified below
demonstrate Registrant’s failure to comply with TBMP § 408.01(c), known as the “Duty to
Cooperate with Regard to Written Discovery and Disclosures™:

Fed. R. Civ. P. 26(g)(1) By signing, an attorney or party certifies
that to the best of the person's knowledge, information, and belief
formed after a reasonable inquiry:

(A) with respect to a disclosure, it is complete and correct as of
the time it is made; and

(B) with respect to a discovery request, response, or objection, it is:

(i) consistent with these rules and warranted by existing
law or by a nonfrivolous argument for extending,
modifying, or reversing existing law, or for establishing
new law;

(ii) not interposed for any improper purpose, such as to
harass, cause unnecessary delay, or needlessly increase the
cost of litigation; and

(iii) neither unreasonable nor unduly burdensome or
expensive, considering the needs of the case, prior



discovery in the case, the amount in controversy, and the
importance of the issues at stake in the action.

(emphasis added).

Unsupported Objection Regarding Confidential and/or Trade Secret Information

In response to Interrogatory Nos. 3, 8, 10, and 18, Registrant objected on the basis that
these Interrogatories are “requesting highly confidential and/or trade secret information.” See
Registrant’s Interrogatory Responses. Further, Registrant stated in its General Objections
“Respondent object to these interrogatories which seek proprietary or confidential business
information or trade secrets belonging to Respondent as untimely prior to a suitable Protective
Order being in place, acknowledged and accepted by the parties.” See id. Relying on its specific
objections and the other General Objections, Registrant provided no substantive response to
Petitioners’ Interrogatory Nos. 3, 8, 10, and 18.

As the Board is well aware, the standard protective order “is applicable during
disclosures, discovery, and at trial in all opposition, cancellation, interference and concurrent use
registration proceedings, unless the parties, by stipulation approved by the Board, agree to an
alternative order.” 37 C.F.R. § 2.116(g). In fact, the TBMP notes that “[o]bjections based on
confidentiality are expected to be extremely limited because the Board’s standard protective
order is in place for all Board inter parties proceedings.” See TBMP § 4.05.04(a).

Petitioners’ Deficiency Letter cited the standard protective order, but Registrant has not
subsequently agreed to provide substantive responses to the interrogatories at issues, nor has it
provided an adequate explanation for its extraordinary objections. As Registrant has no valid
basis for objecting to these Interrogatories, Opposer should be ordered to comply with its
obligations to provide “complete and correct” disclosure that is “consistent with these rules and

warranted by existing law” subject to making appropriate designations under the terms of the

4.



Board’s standard protective order, which currently governs the parties’ discovery disclosure in

this case. Sece TBMP § 408.01(c).

No Reasonable Inquiry

In response to Interrogatory No. 23, Registrant named his attorney of record as #he person
who assisted in preparing the response to Petitioners’ Interrogatories. See Registrant’s
Interrogatory Response. Notably absent from Registrant’s response are the names of employees

and/or officers of Registrant Montani Cosmetics, Inc.

Under the TBMP, parties have a “duty to thoroughly search [their] records for all
information properly sought in [discovery requests.]” TBMP § 408.02. Moreover, TBMP
§ 408.01(c) requires that a “reasonably inquiry” be performed and that the responses to discovery
requests are “complete and correct as of the time [] made.” Additionally, a party is required to
“supplement or correct its disclosure or response . . . if the party learns that in some material

respect the disclosure or response is incomplete or incorrect.” TBMP § 408.03.

Assuming Registrant provided a complete and correct response to Interrogatory No. 23,
namely, that Registrant’s attorney of record was the only person that assisted in preparing the
response to Petitioners’ Interrogatories, Registrant has not met it is duty to complete a thorough
search of its records and perform a reasonable inquiry since it does not appear that any
representative of Registration was canvassed for responsive information or documents. See
TBMP §§ 408.01(c), 408.02. Registrant cannot hide behind its attorney’s lack of knowledge. At
minimum, Jamie Valle, President of Registrant, should assisted in preparation of Registrant’s

Interrogatory Response. Accordingly, Registrant should be ordered to canvass its officers and



employees with regards to Petitioners’ Discovery Requests and be ordered to supplement its

incomplete responses to these Requests.

Registrant’s Complete Failure to Produce Documents

As noted above, Registrant has failed to produce even one single document in response to
Petitioners’ Document Requests. Registrant’s complete lack of document production is in spite
of its assertion that responsive documents “will be produced at a mutually agreeable time and
place.” See Document Request Responses. Petitioners notified Registrant of its failure to
produce such documents in the Deficiency Letter, but Registrant has still failed to produce such

documents to date or to make such documents available for inspection and copying.

As stated above, Registrant has a duty to cooperate with regard to written discovery. See
TBMP § 408.01(c). Registrant’s failure to produced responsive documents violates numerous
Board rules, including TBMP § 402.01, which states that “each party has a duty [] to make a
good faith effort to satisfy the discovery needs of its adversary. . .” Because Registrant has not
affirmatively indicated that it does not have any responsive documents in its custody or control,
pursuant to TBMP § 408.02, Registrant is presumed to have such documents and should be
compelled to produce all responsive, non-objectionable documents found after a thorough search

of its records, in compliance with the Boards’ rules. See id.



CONCLUSION

In view of the foregoing, Petitioners respectfully requests that the Board issue an order:

1. Compelling Registrant, within thirty (30) days of the mailing date of its Order
herein, to completely and fully supplement its responses to Petitioners’ Interrogatory and
produce all document identified in Petitioners’ Document Requests, as specifically outlined
above; and

2. Suspending this proceeding pending resolution of this motion to compel and
resetting the close of discovery in this proceeding to sixty (60) days from the mailing date of the

Board’s order deciding this motion.

Dated: New York, New York DORSEY & WHITNEY LLP
August 15, 2011

By: /1hd/
Lile H. Deinard
Sarah Robertson
51 West 52™ Street
New York, New York 10019
(212) 415-9200

THE FIRM OF HUESCHEN AND SAGE

By: G. Patrick Sage

Joanna T. French
Seventh Floor, The Kalamazoo Building
107 West Michigan Avenue
Kalamazoo, Michigan 49007
(269) 382-0030

Attorneys for Petitioners
Merz Pharmaceuticals, LL.C and Merz,
Incorporated



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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MERZ PHARMACEUTICALS, LLC and :
MERZ, INCORPORATED, :
; Cancellation No. 92051832
Petitioners, :
v, :
MONTANI COSMETICS, INC. :
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CERTIFICATE OF SERVICE

I hereby certify the foregoing MOTION TO COMPEL DISCOVERY is being served

upon the Attorney of Record for Registrant by mailing a true copy thereof by first class mail to:

Charles T. Riggs, Jr.

Patula & Associates, P.C.

116 S. Michigan Avenue, 14™ Floor
Chicago, IL. 60603

on the 15" day of August 2011,

!

Y
Ral LU _;L,Uf_'i phagols
Joelle Guarino
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,608,042
Issued on April 21, 2009

MERZ PHARMACEUTICALS, LLC and Cancellation No. 92,051,832
MERZ, INCORPORATED,
Petitioners, PETITIONERS’ FIRST SET OF
INTERROGATORIES

v.
MONTANI COSMETICS, INC,,

Respondent.

Pursuant to Trademark Rules of Procedure 2.116 and 2.120 and Federal
Rule of Civil Procedure 33, Petitioners Merz Pharmaceuticals, LLC and Merz,
Incorporated (hereinafter referred to collectively as “Merz”), by and through its attorneys,
Dorsey & Whitney LLP, hereby requests that Respondent Montani Cosmetics, Inc.
respond to the following interrogatories in writing and under oath within thirty (30) days
from service hereof. These interrogatories are continuing in nature and impose upon
Respondent the obligations stated in Rule 26(e) of the Federal Rules of Civil Procedure.

Definitions and Instructions

1. As used herein, “Montani” shall refer to Respondent Montani
Cosmetics, Inc. and all of its corporate affiliates, parents and subsidiaries, predecessors
and its directors, officers, employees and agents.

2. As used herein, “Merz” shall refer to Merz Pharmaceuticals, LLC

and Merz, Incorporated and all of their corporate affiliates, parents and subsidiaries.



3. As used herein, the “MEDERMA Marks” shall refer to the
trademarks owned by Merz that are pleaded in the amended petition to cancel.

4. As used herein, the “MEDERMIS Designation” shall refer to the
designation that is the subject of Reg. No. 3,608,042 at issue in this proceeding, or any
variation thereof.

S. As used herein, “Products” shall mean any and all cosmetic, bath,
skin care and related beauty care products falling within International Class 03.

6. As used herein, “document” includes, without limitation, any
handwritten, printed, typed, telefaxed, telexed, photographed, telephone or tape recorded
or digitally-transmitted or graphic matter, however otherwise produced or reproduced,
memoranda, correspondence, electronic mail, telegrams or information stored on
computer disk or hard drives or servers. As used herein, document shall include drafts,
originals, all non-identical copies (whether different from the original because of
handwritten notes or underlining or otherwise) and any translation of any document.

7. As used herein, the word “concerning” means in whole or in part,
and directly or indirectly: referring to, relating to, connected with, commenting on,
responding to, showing, describing, analyzing, reflecting, regarding, concerning,
constituting, received by, prepared by or written by.

8. As used herein, “person,” as well as pronouns referring thereto,
includes juristic persons as well as natural persons.

9. “And” as well as “or” shall be construed disjunctively or
conjunctively as necessary in order to bring within the scope of an interrogatory all

responses that might otherwise be construed to be outside its scope.



10.  “Identify” when used herein with respect to a natural person,
means to:
a. state the person’s full name;
b. state the person’s employer, business position, business
address and telephone number at the relevant time; and
c. state the person’s last known employer, business position,

business address and telephone number.

11. “Identify” when used herein with respect to a business entity,
means to identify the full name, address and telephone number of such entity.

12. The term “date” means the exact day, month and year, if
ascertainable; if not ascertainable, the term means the closest approximation that can be
made by means of relationship to other events, locations or matters.

13. Any word written herein in the singular shall be construed as plural
or vice versa when necessary to answer an interrogatory.

14. When a corporation is referred to herein, said reference shall be
construed to include all predecessors and successors in interest, all affiliates, agents,
representatives, departments, divisions or subsidiaries of any of the foregoing, whether in
the past or present, and all present and former directors, officers, representatives,
employees, attorneys, agents and any other persons or entities acting on its behalf or
under its control.

15, If Montani claims any privilege with respect to any response {0 an

interrogatory herein, Montani shall specify the nature of such privilege.



16. If the information furnished in answer to all or any part of any
interrogatory is not within Montani’s personal knowledge, state the name of each person
to whom all or any part of the information furnished is a matter of personal knowledge,
and the name of each person who communicated to Montani any part of the information
furnished.

17. Each interrogatory should be construed independently. No
interrogatory should be construed by reference to any other interrogatory for the purpose
of limiting the scope of response to such interrogatory.

18. As used herein, “United States” and “U.S.” shall mean the United
States of America and its territories and possessions.

Interrogatories

1. Identify the two (2) persons employed by, affiliated with or connected to
Montani, including, but not limited to, any third-party consultants, with the most
knowledge concerning the Products that Montani has developed, marketed, distributed or
sold under the MEDERMIS Designation in the U.S.

2. Describe with particularity the U.S. channels of trade Montani has
utilized, or that Montani intends to utilize, in connection with the distribution or sale of
any Products bearing or intended to bear the MEDERMIS Designation.

3. State the total annual U.S. sales separately by dollar, unit and SKU, of
each Product bearing the MEDERMIS Designation, for each year in which Products have

been sold.



4, Identify all persons employed by or affiliated with Montani, including, but
not limited to, any third-party consultants, who were responsible for or who participated
in the creation of the MEDERMIS Designation.

S. Identify all persons employed by or affiliated with Montani, including, but
not limited to, any third-party consultants, who were responsible for or who participated
in the decision to adopt the MEDERMIS Designation and as to each such person, identify
his/her role.

" 6. Identify the three (3) persons employed by or affiliated with Montani,
including, but not limited to, any third-party consultants, with the most knowledge
concerning the customers or potential U.S. customers to whom Products that bear or that
are intended to bear the MEDERMIS Designation have been or will be marketed or sold.

7. Identify the three (3) persons employed by or affiliated with Montani,
including, but not limited to, any third-party consultants, with the most knowledge
concerning the U.S, advertising or promotion of Products that bear or are intended to bear
the MEDERMIS Designation.

8. State the annual amounts spent by Montani in the U.S. on the advertising
and promotion of Products bearing the MEDERMIS Designation for each year in which
such Products have been sold.

9. Identify the three (3) persons employed by or affiliated with Montani,
including, but not limited to, any third-party consultants, most knowledgeable concerning
any plans Montani may have to introduce in the U.S. new Products bearing the

MEDERMIS Designation, or to change the channels of trade in which Products bearing



the MEDERMIS Designation are sold in the U.S., or to change the presentation or
manner of display of the MEDERMIS Designation in the U.S.
10. State the retail and wholesale prices at which each Product bearing the

MEDERMIS Designation is currently sold in the U.S.

11, Identify all persons employed by or affiliated with Montani with
knowledge concerning the MEDERMA Marks or any of them.

12. For each person identified in response to the preceding interrogatory,
describe the knowledge they possess concerning the MEDERMA Marks, and how such
knowledge was acquired.

13. Identify all persons with knowledge concerning any instance, whether in
person, in writing or by electronic mail, telephone or fax, in which any person or entity
has inquired about or commented upon or referred to: (a) Merz or the MEDERMA
Marks; (b) any relationship between Merz, its products and/or the MEDERMA Marks
and Montani; (¢) any license, sponsorship or other association between Merz and
Montani.

14, State the date and describe in detail the circumstances concerning when
Montani first became aware of the MEDERMA Marks or any of them and identify all
documents concerning such awareness and such circumstances.

15.  Identify any lawsuit or administrative proceeding concerning the
MEDERMIS Designation to which Montani is or has been a party in the U.S. or abroad.

16. Identify all persons employed by or affiliated with Montani, including, but

not limited to, any third-party consultants, with knowledge concerning any quality-



21, state each year in which such product has been sold in the U.S.


































































EXHIBIT D


















Request No. 15
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EXHIBIT E









